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Appl. No: 10/677,637 

REMARKS 

The last Office Action of November 5, 2004 has been carefully considered. 
Reconsideration of the instant application in view of the foregoing amendments 
and the following remarks is respectfully requested. 

Claims 1-37 are pending in the application. Claims 2-4, 6-11, 13, 15-17, 
19-26, 30, 31 and 37 have been withdrawn from further consideration. Claim 27 
has been amended. No claims have been canceled or added. No amendment to 
the specification has been made. No fee is due. 

Record is also made of a telephonic interview between applicant's 
representative and the Examiner which took place on December 10, 2004. 
During the course of the interview, the Examiner agreed to retain claim 18 in this 
application and not to withdraw this claim from further consideration as being 
non-elected because the subject matter of claim 18 is clearly shown in elected 
Fig. 1b. In addition, applicant's representative noted an typographic error in form 
PTO-882 with respect to the reference listed under A. The correct reference is 
US-2003/01 27803 to Yokoyama et al., filed July 19, 2002. The Examiner is 
respectfully requested to provide a corrected form PTO-892. 

It is noted that claim 27 is rejected under 35 U.S.C. §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claims 1, 5, 27-29, 32-33 and 37 stand rejected under 35 U.S.C. §1 03(a) 
as being unpatentable over U.S. Pat. No. 4,874,261 to Colanzi et al. in view of 
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U.S. Pat. Publ. No. 2003/0127803 to Yokoyama et al., and further in view of U.S. 
Pat. No. 3,929,340 to Peisker. 

Claims 34-35 stand rejected under 35 U.S.C. §103(a) as being 
unpatentable over U.S. Pat. No. 4,874,261 to Colanzi et al. and U.S. Pat. Publ. 
No. 2003/0127803 to Yokoyama in view of U.S. Pat. No. 3,929,340 to Peisker, 
and further in view of U.S. Pat. No. 3,973,770 to Burgmann et al. 

REJECTION OF CLAIM 27 UNDER 35 U.S.C. §112, SECOND 
PARAGRAPH 

Applicant has amended claim 27, as suggested by the Examiner to 
address the §112 rejection. This change is self-explanatory and cosmetic in 
nature and should not be considered as a narrowing amendment to trigger 
prosecution history estoppel. 

Withdrawal of the rejection of the claim 27 under 35 U.S.C. §112, second 
paragraph is thus respectfully requested. 

REJECTION UNDER 35 U.S.C. §1 03{a) 

In view of the Examiner's grounds for rejection, applicant now submits a 
declaration pursuant to 37 C.F.R. §1.132 by the co-inventor, Elmar Mause, to 
substantiate the economic success achieved by the seal according to the present 
invention. This novel seal has been the result of comprehensive tests to satisfy 
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the demanded fluid tightness for water pump bearings. The "water-drop-test* 
referred to in the declaration involves a testing process in which the bearing is 
exposed under operating conditions to water drops over several hours, and 
subsequently examined for any leakage. In other words, no water should be 
shown in contact with the rolling members or with lubricant of the rolling-contact 
bearing. The seal according to the present invention, has shown to satisfy any 
requirements demanded. 

In the current Office Action, the Examiner bridges the absence of a 
teaching or suggestion of claim elements of claim 1 by making a broad 
conclusion that "[Discovering an optimum range of a result effective variable 
involves only routine skill in the ait. Applicant believes that this rejection is 
improper in the context of the present invention and requests a citation or an 
Examiner's affidavit that provides such citations. Reference is also made to a 
decision by the Federal Circuit in In re Lee, 61 USPQ2d, 1434, 1435, "Common 
knowledge and common sense, even if assumed to derive from the agency's 
expertise, do not substitute for authority when the law requires authority.". 

The Colanzi reference describes a seal for bearings. As shown in Fig. 4 t 
the seal has a substantial outer cylindrical surface area having a terminal end 
fitted in a groove. The axial sealing lip that is connected to the radial sealing lip 
extends at an angleof < 35° in the uninstalled state. There is also no reference to 
the length of the axial sealing lip or any reference to an overlap with the 
pertaining contact surface. 

12 

PAGE 13121 1 RCVDAT 3/4/2005 3:42:12 PM [Eastern Standard Time] 1 SVR:USPT0-EFXRF-1/1 ■ DNIS:8729306 • CSfD:2122442233 * DURATION (mm-ss):04-56 



83/84/2005 16:43 2122442233 



HENRY M FEIEREISEN 



PAGE 14/21 



Docket No: MAUSE 
Appl. No; 10/677,637 

Yokoyama et al. describes various seal configurations for sealing rolling- 
contact bearings, it is applicant's contention that Yokayama et al. does not 
constitute a reference which a person skilled in the art would consider when 
attempting to solve the problems addressed by the present invention. In this 
connection, reference is made to the decision In re Clav . 23 USPQ2d 1058 
(CAFC, June 10, 1992) which discussed the question of "analogous art"- As 
pointed out by the Court, there are two criteria for determining whether prior art is 
analogous: (1) whether the art is from the same field of endeavor, regardless of 
the problem addressed, and (2) if the reference is not within the field of the 
inventor's endeavor, whether the reference still is reasonably pertinent to the 
particular problem with which the inventor is involved. Yokayama et al. does not 
relate to shaft seals but to seals that are disposed between the outer ring and the 
inner ring of a rolling-contact bearing. Fig. 5 illustrates, for example, a three-lip 
seal arrangement with two axial lips and one radial lip, whereby the lips are 
arranged in spaced-apart relationship, unlike the present invention in which the 
axial sealing is directly connected to the radial sealing lip. Yokayama et al is also 
silent about the construction of the axial sealing lips in uninstalled state oand 
about other parameters of the sealing lip, as set forth in claim 1, such as length 
or overlap. 

The Peisker reference discloses a seal with pumping action, so-called 
pumping seals. Like the Yokayama et al. seal, it is applicant's contention that the 
Peister seal is also non-analogous art. This seal includes an outer steel jacket 
having on the inside a sealing lip which is bonded to the steel jacket to realize a 
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sealing action is radial direction. Apart from the provision of a garter spring, the 
Peisker seal has no similarities with the seal as set forth in claim 1 . 

It is applicant's contention that the Examiner relied upon hindsight to arrive 
at the determination of obviousness. It is impermissible to use the claimed 
invention as an instruction manual or "template" to piece together the teachings 
of the prior art so that the claimed invention is rendered obvious. In re Gorman . 
933 F.2d 982. There is no teaching or suggestion supporting the combination as 
proposed by the Examiner. The mere fact that the prior art may be modified in 
the manner suggested by the Examiner does not make the modification obvious 
unless the prior art suggested the desirability of the modification. In re Gordon . 
733 F.2d at 902. As stated by the Federal Circuit in In re Rouffet, 47 USPQ2d, 
1453, 1457 "Most, if not all, inventions are combinations and mostly of old 
element Therefore, an examiner may often find every element of a claimed 
invention in the prior art. If identification of each claimed element in the prior art 
were sufficient to negate patentability, very few patents would ever issue. 
Furthermore, rejecting patents solely by finding prior art corollaries for the 
claimed elements would permit an examiner to use the claimed invention itself as 
a blueprint for piecing together elements in the prior art to defeat the patentability 
of the claimed invention. Such an approach would be an illogical and 
inappropriate process by which to determine patentability. 

In the case at hand, claim 1 sets forth a novel and inventive combination 
of features that are unique and result in a shaft seal that meets the strict standard 
for fluid tightness as attested also by the commercial success achieved. 
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For the reasons set forth above, it is applicant's contention that neither 
Colanzi, nor Yokoyama et al., nor Peisker, nor any combination thereof teaches 
or suggests the features of the present invention, as recited in claim 1. 

As for the rejection of the dependent claims, these claims depend on claim 
1, share its presumably allowable features, and therefore it is respectfully 
submitted that these claims should also be allowed. 

Withdrawal of the rejection of claims 1, 5, 12, 14, 18, 27-29 and 32-36 
under 35 U.S.C. § 103(a) and allowance thereof are thus respectfully requested. 

CITED REFERENCES 

Applicant has also carefully scrutinized the further cited prior art and finds 
it without any relevance to the newly submitted claims. It is thus felt that no 
specific discussion thereof is necessary. 

CONCLUSION 

Applicant believes that when reconsidering the claims in the light of the 
above comments, the Examiner will agree that the invention is in no way properly 
met or anticipated or even suggested by any of the references however they are 
considered. 
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In view of the above presented remarks and amendments, it is respectfully 
submitted that all claims on file should be considered patentably differentiated 
over the art and should be allowed. 

Reconsideration and allowance of the present application are respectfully 
requested. 

Should the Examiner consider necessary or desirable any formal changes 
anywhere in the specification, claims and/or drawing, then it is respectfully 
requested that such changes be made by Examiner's Amendment, if the 
Examiner feels this would facilitate passage of the case to issuance. If the 
Examiner feels that it might be helpful in advancing this case by calling the 
undersigned, applicant would greatly appreciate such a telephone interview. 



Date: March 4, 2005 
350 Fifth Avenue 
Suite 4714 

New York, N.Y. 10118 

(212)244-5500 

HMFraf 
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